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SUPPLEMENTAL RESPONSE 


Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 


Sir: 

This will supplement the Response that was filed on June 1, 2004. 

Enclosed herewith is a copy of a page from Orthokinetics Inc. v. Safety Travel Chairs 

Inc., 1 USPQ2d at 1088. Please note the underlined material on this page. In particular, note: 

It is undisputed that the claims require that one desiring to build and 
use a travel chair must measure the space between the selected 
automobile 5 s doorframe and its seat and then dimension the front legs 
of the travel chair so they will fit in that particular space in that 
particular automobile. 


1 


< 


* * * 


The claims were intended to cover the use of the invention with 
various types of automobiles. That a particular chain on which the 
claims read may fit within some automobiles and not others is of no 
moment. The phrase "so dimensioned" is as accurate as the subject 
matter permits, automobiles being of various sizes. 


As long as those of ordinary skill in the art realized that the 
dimensions could be easily obtained, §112, 2d requires nothing 
more. The patent law does not require that all possible lengths 
corresponding to the spaces in hundreds of different automobiles be 
listed in the patent, let alone that they be listed in the claims. 

Here, the language in the claims is "said bottom opening and said cavity being sufficiently 
large to receive the head of a person." Quite clearly, a person of ordinary skill in the art could 
arrive at a dimension that will allow the invention to be used with most if not all head sizes. In 
any event, those of ordinary skill in the art will realize that the appropriate dimensions can be 
easily obtained. 

Again, it is submitted that all of the claims in this application are patentable. Early 
reconsideration and allowance of the application are requested. 


Respectfully submitted, 


BRETT J. DIFFLEY 



Delbert J. Barnard H 
Attorney for Applicant 
Registration No. 20,5 1 5 
(206)381-3100 
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Orthokinetics- Inc. v. Safety Travel Chairs Inc. 


1 USPQ2d 


ing evidence that the '867 patent was invalid 
because of claim language that does not 
particularly point out and distinctly claim 
the invention. 35 . U.S.C §112, 2dl The 
district court determined otherwise and 
granted Safety's motion for JNOV!. 

Claim 1, from which the rest of the claims 
depend,; contains the limitation: "wherein 
said front leg portion is so dimensioned as to 
be insertable through the space between the 
doorframe of" an automobile and one of. the 
seats thereof," ' " 

Noting the testimony of Orthokinetics' 
expert, Mr. Hobbs, who said the dimensions 
of the front legs depend upon the automobile 
the chair is designed to suit, the district court 
stated: 

In response to this testimony, which 
clearly and convincingly establishes that 
claim 1 of the ('867] patent does not 
describe the invention in "full, clear, con- 
cise and exact terms," Orthokinetics \ 
points only to the conclusory statements of " 
Hobbs, Gaffney and expert witness Wil- 
liam McCoy, Jr., that the patent is, in fact 
definite. These conclusory statements are 
not an adequate basis for the jury to reject 
Safety's defense. The undisputed, specific 
testimony of Gaffney and Hobbs demon- 
strates that an individual desiring to build 
a noninfringing travel chair cannot tell 
whether that chair violates the ['867] pat- 
ent until he constructs a model and tests 
the model on vehicles ranging from a 
Honda Civic to a Lincoln Continental to a 
Checker cab. Without those cars, "so di- 
mensioned" is without meaning. 
[2]The foregoing statement employs two 
measures impermissible in law: (1) it re- 
quires that claim 1 -"describe" the invention, ' 
which is the role of the disclosure portion of 
the specification, not the role of the claims; 
and (2) it applied the "full, clear, concise, 
and exact" requirement of the first para- 
graph of §1 12 to the claim, when that para- 
graph applies only to the disclosure portion 
of the specification, not to the claims. Stand- 
ard Oil Co. v. American Cyanamid Co., 714 
F.2d 448, 453, 227 USPQ 293, 297 (Fed. 
Cir. 1985). The district court spoke, inappro- 
priately, of indefiniteness of the "patent," 
and did not review the claim for indefinite- 
ness under the second paragraph of § 11 2. 

A decision on whether a claim is invalid 
under § 1 12, Id jj requires a determination o f 
whether those skilled in the art would under- 
st and what is claimed when the claim is read 
in light of the specification. Seattle Box Co. 
v. Industrial Crating & Packing Inc., 731 
F.2d 818, 826, 221 USPQ 568, 574 (Fed. 
Cir. 1984); In re Morasi, 710 F.2d 799, 803, 
218 USPQ 289, 292 (Fed. Cir. 1983). 


It is undisputed, that the claims require 
that one desiring to build and use a travel 
chair must measure the space between the 
selected automobile's doorframe and its seat 
and , then dimension the fron t legs of "Th e 
travel, chair, so they wilj fit in that particula r 
space in that particular, automobile . Ortho- 
Kinetics' witnesses,-, wtio were skilled in the 
art, testified that such a task is evident from 
the specification and that one of ordinary 
skill in the art would easily have been able to 
determine the appropriate dimensions. The 
jury had the right to credit that testimony 
and no reason exists for the district court, to 
have simply discounted that testimony as 
"conclusory". 

The claims were intended to cover the use 
of the in vention with various types of auto - 
mobiles. That a particular chair on which TKe 


claims read may fit within some automobiles 
a nd not ohers ig of no moment. The phrase 
"so dimensioned" is as accurate as the suly 
ject matter permitsr^lomobiles being of 
van-oils sizes. See Rosemont Inc v 'Rprk- 
man Instruments, Inc., 727 F.2d 1540 1547 
221 USPQ 1, 7 (Fed. Cir. 1984). As long as 
those of ordinary skill in the art realized that 
the dimensions could be easily obtained, ft 
1 1 2 2d H requires nothing more. The patent 



law does not require that all possible lengtT s 
corresponding to the spaces in hundreds "of 
different automobiles be listed in the patent, 
l et alone that they be listed in the claims . 

Compliance with the second paragraph of 
§ 1 12 is generally a question of law. Shatter- 
proof Glass Corp. v. Libbey Owens Ford Co. 
758 F.2d 613, 619, 225 USPQ 634, 6*6 
(Fed. Cir.), cert, dismissed, 106 S.Ct. 340 
(1985). On the record before us, we observe 
no failure of compliance with the statute, 
and thus no basis on § 112 grounds for 
disturbing the jury's verdict. The district 
court's grant of Safety's motion for JNOV 
for claim indefiniteness was in error and 
must be reversed, 
(ii) Obviousness 

The jury made numerous findings (ques- 
tion Nos. 39-48) all in support of its conclu- 
sion that Safety failed to prove by clear and 
convincing evidence that the inventions set 
forth in claims 1-5 of the '867 patent would 
have been obvious when they were made in 
view of the prior art to one of ordinary skill in 
the art. 

Having outlined the prosecution history of 
the '867 reissue paten t, the district court 
stated: 

.]> Analysis begins with Gaffney 's conces- 
sion to the [U.S. Patent and Trademark 
Office] that [U.S. Patent No. 1,693,633 
issued to Sarah Allen (Allen)] fully antici- 
pated the original Gaffney patent, render- 


i 


l 

CD 


n 
o 
o 

ji 

d. 

P: 

di 
or 
m 

Of 


■4 
4. 


